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Art Unit: 2685 



DETAILED ACTION 



Claim Rejections - 35 USC § 103 



1. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-14, 16 and 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pepe et al, of record, in view of "Import Personal Address Book (PAB) to Outlook 97" by Grant 
Miller. 

Regarding claim 1, 

Pepe discloses a system for transferring data comprising: 
a portable wireless device (30, col 1 lines 36-41) 

a wireless communication system (54) capable of establishing a wireless communication 
link with the device 

a wireline network (49) connected to the wireless network (see FIG 4) 
a computer (22, see FIG 1) connected to the wireline network, the computer capable of 
sending data to the wireless device (col 5 lines 3 1-54, col 6 lines 28-35, col 23 lines 35-63), the 
computer inherently using software. Further, since the data may be in email format (col 3 lines 
48-56), it is assumed that the data may comprise any information a user wishes to transfer, 
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including but not limited to text, files, or a plurality of addresses. Lastly, the computer is not a 
part of the wireline or wireless networks (see FIGS 1 and 4). 

Pepe does not specifically disclose that the portable device and the computer have address 
databases, and that the portable device stores the received addresses in its address database. 

Miller discloses an email program well known in the art at the time of the invention and 
used in both wireline computers (i.e. the computer of claim 1) and notebook computers (i.e. the 
portable device) which comprises an address database, and wherein a user may copy information 
from a file (receivable from e.g. an email) and insert it into their address database (lines 1-15). As 
such, such software may be utilized by the system of Pepe; for example, the computer may send 
an address book file via email through the network of Pepe to the wireless user, who may then 
insert the address book including the addresses therein into their email program, inherently storing 
said addresses in said address database. For a more detailed explanation of said process, see 
"User Profiles and Information Services" and "How to Copy the PAB to Another Computer", 
Microsoft publications Q 162203 and Q 169709. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to add such a feature to the email network of Pepe, as it would allow the use of popular 
email software used by a very large percentage of world email users on said portable device, for 
example Microsoft Outlook. 

Regarding claim 2, 

Pepe discloses that said wireless device is a cellular device (col 1 lines 36-41). 
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Regarding claim 3, 

As shown above, Pepe discloses applicants invention of claim L However, Pepe does not 
specifically disclose that said network operates under a digital PCS wide area network protocol. 
However, such a feature was well known in the art at the time of the invention, as evidenced by 
the teachings of LaDue, where it is stated that PCS, a wide area network by definition, falls under 
the wide definition of "cellular" (col 6 lines 1 1-20); as such the examiner takes Official Notice of 
such a feature. It would have been obvious, noting Pepe's disclosure that the user may comprise 
a cellular terminal, that such a memory transfer method may be applied to a PCS wide area 
network, as it would allow the invention of Pepe to operate on new communication systems and 
standards. 

Regarding claim 4, 

While disclosing all of the limitations set forth in claim 1 as shown above, Pepe does not 
specifically recite that said network may operate according to a hypertext protocol. However, 
given that Pepe does disclose thus use of internet and email protocol (col 5 lines 5-13), it would 
have been obvious to one skilled in the art at the time of the invention to utilize HTTP as it is a 
common internet protocol for transferring data, as evidenced by the teachings of Kotola, where it 
is stated that HTTP is a form of internet protocol (col 1 lines 24-43, col 3 lines 5-16); as such, 
since HTTP is a form of internet protocol, as taught by Kotola, the internet protocol of Pepe 
would obviously include HTTP. 

Regarding claim 5, 
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Pepe teaches that the invention may utilize the internet (col 23 lines 40-46) and uses email 
as a messaging standard (col 3 lines 48-56, col 1 1 lines 3-6). 
Regarding claims 6-9, 

Pepe discloses a PDA which would inherently contain a program for selecting and 
transferring the data, as would Outlook. As for claims 7-9, since Pepe teaches a PDA which may 
send email to the computer (col 10 line 63 -col 1 1 line 6), a situation in which a PDA user sends an 
email using said software requesting, for example, a telephone number, file, or selected addresses 
would read on claims 7-9. 

Regarding claim 10, 

Pepe discloses a method for transferring information comprising 
at a first electronic device (computer 22, see FIG 1) connected to a combined wireline 
(54) and wireless (49) network (FIG 4), setting up a communication path between it and a second 
device (30) connected to said networks (col 5 lines 14-40 see FIG 3), inherently comprising a step 
of selecting or using transfer software to do so and using or entering an address of said second 
device (col 5 lines 3 1-54, col 6 lines 28-35, col 23 lines 35-63), and sending said data, which may 
be in email format (col 3 lines 48-56); given such a format, it is assumed that the data may 
comprise any information a user wishes to transfer, including but not limited to text, files, or a 
plurality of addresses. Lastly, the computer and device are not specifically a part of the wireline 
or wireless networks (see FIGS 1 and 4). 
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Pepe does not specifically disclose that the portable device and the computer have address 
databases, and that the data is moved from the first address book to the second. 

Miller discloses an email program well known in the art at the time of the invention and 
used in both wireline computers (i.e. the computer of claim 1) and notebook computers (i.e. the 
portable device) which comprises an address database, and wherein a user may copy information 
from a file (receivable from e.g. an email) and insert it into their address database (lines 1-17). As 
such, such software may be utilized by the system of Pepe; for example, the computer may send 
an address book file via email through the network of Pepe to the wireless user, who may then 
insert the address book including the addresses therein into their email program, inherently storing 
said addresses in said address database. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to add such a feature to the email network of Pepe, as it would allow the use of popular 
em^il software used by a very large percentage of world email users on said portable device, for 
example Microsoft Outlook. 

Regarding claim 1 1, 

Pepe discloses that the communication can be bi-directional (see FIG 1). 
Regarding claims 13 and 14, 

Miller disclose that said addresses may be in a file (lines 1-10), and as such selection of a 
field in the file would further have been obvious to one of ordinary skill in the art as it would not 
part from the scope of the teachings of Pepe in view of Miller. 
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Regarding claim 16, 

Since the second device of the invention of Pepe is in part a cellular telephone (col 5 lines 
5-30), it is inherent that it would be identified by its telephone number when a data request 
message is to be sent to it via said messaging protocols. 

Regarding claim 18, 

Pepe discloses a method for transferring information from a computer (22, see FIG 1) 
inherently using a program, comprising 

at said first electronic device, connected to a network (FIG 4), setting up a communication 
path between it and a second device (30) connected to said network (col 5 lines 14-40 see FIG 3), 
inherently comprising a step of selecting or using/displaying transfer software to do so and using 
or entering or requesting an address of said second device (col 5 lines 31-54, col 6 lines 28-35, 
col 23 lines 35-63), and sending said data, which may be in email format (col 3 lines 48-56); given 
such a format, it is assumed that the data may comprise any information a user wishes to transfer, 
including but not limited to text, files, or a plurality of addresses. Lastly, the computer and device 
are not specifically a part of the wireline or wireless networks (see FIGS 1 and 4). 

Pepe does not specifically disclose that the portable device and the computer have address 
databases, and that the data is moved from the first address book to the second and stored there. 

Miller discloses an email program well known in the art at the time of the invention and 
used in both wireline computers (i.e. the computer of claim 1) and notebook computers (i.e. the 
portable device) which comprises an address database, and wherein a user may copy information 
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from a file (receivable from e.g. an email) and insert it into their address database (lines 1-17). As 
such, such software may be utilized by the system of Pepe; for example, the computer may send 
an address book file via email through the network of Pepe to the wireless user, who may then 
insert the address book including the addresses therein into their email program, inherently storing 
said addresses in said address database. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to add such a feature to the email network of Pepe, as it would allow the use of popular 
email software used by a very large percentage of world email users on said portable device, for 
example Microsoft Outlook. 

Regarding claims 19 and 20, 

Miller discloses that said addresses may be in a file (lines 1-10), and as such selection of a 
field in the file would further have been obvious to one of ordinary skill in the art as it would not 
part from the scope of the teachings of Pepe in view of Miller. 

3. Claims 15 and 17 are rejected under 35 U.S. C. 103(a) as being unpatentable over Pepe in 
view of Miller as applied to claim 10 above, and further in view of Gunltik, of record. 

While disclosing all of the limitations set forth in claim 1 as shown above, Pepe in view of 
Miller does not specifically recite that said network may operate according to a hypertext (i.e. 
internet) protocol or an electronic mail protocol such that a URL or E-mail address is entered 
rather than a phone number to contact the wireless device. 
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Gunluk discloses that it is useful in a wireless messaging system using, for example, SMS, 
to allow interoperability, that is, to operate the network such that SMS and other such messaging 
protocols may be translated into other protocols for messaging interoperability, said other 
protocols including electronic mail and TCP/IP (i.e. hypertext) (see FIG 2, col 3 lines 55-67). 
Therefore, it would have been obvious to one skilled in the art to add such a feature to Pepe in 
view of Miller as it would offer a higher performance message routing method, and thus allow 
better access to the information present in the wireless device. 



Response to Arguments 
4. Applicant's arguments filed 12-3 1-01 have been fully considered but they are not 
persuasive. 

First, regarding claims 1 and 10, while claims 1 and 10 recite a "personal communication 
device", which is defined in the specification as limited to a PDA, cellular phone, etc., such a 
limitation is quite broad, and the broadest reasonable interpretation of such a limitation would still 
lead one of ordinary skill in the art to the utilization of a notebook computer such as that taught 
by Pepe; the applicant is reminded that although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. In re Van Guens, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). It should be also noted that Pepe describes a 
"PDA" as a notebook computer connected wirelessly to the network. 
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Further, while Outlook stores a new .pab file, the first claim does not specifically teach 
away from such a system. Rather, in a case where Outlook receives a .pab file and stores it when 
there is no .pab file present, such a method would account for a stored set of data in a database 
(i.e. Outlook's allocated memory). 

Regarding claims 3 and 4, the examiner has provided references showing the obviousness 
of a PCS network and HTTP, as shown above. 

Regarding claims 8 and 9, the inherent process of utilizing a file name in the extraction of 
an entire file using the software would be a portion of said program. While the applicant states 
that Outlook could not be the transfer program, there is no support for such an assertion, and 
given that the notebook computer of Pepe would have been able to run Outlook, it may be read as 
the file transfer program, which would further allow the user to select the file to be extracted 
(using a filename and field). 

Regarding claim 1 1, since Pepe shows bidirectional communication, there is no specific 
need for Miller to describe such a communication; Miller is merely used to disclose the obvious 
modification of using Microsoft Outlook on a desktop and notebook computer, a software 
program utilized by millions of people around the world on a daily basis. 

Regarding claims 14 and 20, the limitation of claims 14 and 20 recites a selection of a 
field, but said field is not disclosed as having any other purpose. As was well known at the time 
of the invention, Outlook 97 allowed a user to highlight and copy portions (i.e. 'fields') in an 
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email. As such, the selection of such data would be allowable using the combined invention of 
Pepe in view of Miller. 

Regarding claim 18, 

The selection of an option to utilize the method of Pepe in view of Miller, as stated above 
in the rejection of claim 18, would have been inherent, in order to enable the user to actually 
perform the process of sending a message. Such a step is inherent in any messaging system 
(email, SMS, etc) where the user is allowed to specify a message to be sent. An example of this is 
in Outlook, where an email is sent after the user clicks on the 'send 5 button. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Kotola et al discusses the use of internet protocols in messaging systems. 
LaDue discusses the use of PCS networks in cellular systems. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

7 Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 872-9314, (for formal communications intended for entry) 

Or: 

(703) 872-9314 (for informal or draft communications, please label "PROPOSED" 
or "DRAFT") 

Hand delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington VA, sixth floor (receptionist). 
8.Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Charles Craver whose telephone number is (703) 305-3965. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Ed Urban, can be reached on (703) 305-4385. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 
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